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WarreEN ID. Barton, EuGene O. Barton, Rurvus K. Barton anp 
WituiaMm F. Neate, TrapinG as Barton ManvuFracturine Co. 


v. Tue Rex-Om Company, Inc. 
United States Circuit Court of Appeals for the Third Circuit 
October 21, 1925 


(pape-Marks—INFRINGEMENT—Vativiry or ReGistration—“DYEANDSHINE” 
rok Leatruer PorisH Descriptive. 

The misspelled words “Dyanshine,’ when used as a trade-mark 
for leather dressing and polish, are descriptive; and the registration 
made thereof under the Act of 1905 held invalid. 

lrapeE-Marks—Seconpary Meaninc—Test. 

The test of secondary meaning is not merely how long the trade- 
mark has been used, but whether it has become broadly known to 
the public as denoting a product of certain origin. 

[rave-Marks—Uwnrair Competition—Seconpary Mraninc—Ricut To Pro- 

TEcTION—LatEer User Must Distinouisu. 

While the selection of a descriptive name which later acquires a 
secondary meaning does not carry with it an exclusive right to its 
use, the first user can insist that no one shall use it against him in 
an unfair way; and the later user must distinguish his goods and 
enlighten the trading public. 

Unrair Competition—Copyinc Name or Propvct ror Lower Price Goons 

—Decrrtion or Pusrtic—INsuncrtion. 

Where, after the plaintiffs had originated and made popular a 
leather dressing and polish, under the name “Dyanshine,”’ defendant 
began the manufacture and sale in the same territory of a competing 
preparation under the name “Dye and Shine,” at a lower price, it 
was competing unfairly with plaintiffs particularly, as the evidence 
showed that the public was often deceived into buying defendant's 
product for and as the plaintiffs’. 


In equity. Action to restrain infringement of trade-mark and 
unfair competition. 

On appeal from the District Court of the United States for the 
Western District of Pennsylvania. Reversed in part. 


Edward §S. Rogers and Allen M. Reed, both of Chicago, IIl., 
and Edward A. Lawrence, of Pittsburgh, Pa., for appel- 
lants. 


Edgar T. Brandenburg, of Washington, D. C., J. F. Branden- 
burg, of New York City, and E. W. McCallister, of Pitts- 
burgh, Pa. (E. W. Bradford, of Washington, D. C., of 
counsel), for appellee. 
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Before Woo.ttry and Davis, Circuit Judges, and Revistas, 
District Judge. 

Woottey, Circuit Judge: Speaking of the parties as they 
stand on the record, this suit was brought by bill in equity filed by 
a firm trading as Barton Manufacturing Company against The 
Rex-Oil Company, a corporation, to restrain infringement of their 
registered trade-mark “Dyanshine,” applied to shoe polish, by the 
use of the name “Dye and Shine,” applied to similar goods, and for 
relief against unfair competition. From a decree dismissing the 
bill for want of equity, the complainants appealed. 

These two questions are involved: First, whether the word 
‘“Dyanshine,” a corruption of the words “dye and shine,” describ- 
ing the characteristics of a manufactured product, is the subject of 
a valid trade-mark registration under the Federal Trade-Mark Act 
of February 20, 1905 (37 Stat. 649); and second, whether the 
word, though originally descriptive and therefore incapable of ex- 
clusive appropriation, had acquired a secondary meaning and there- 
after had been unfairly used by the respondent in trade competi- 
tion. 

Before stating the facts we shall briefly review the law which 
we regard as applicable to these questions. 

The Federal Trade-Mark Act authorizing the registration of 
trade-marks provides: 


“That no mark which consists * * * merely in words or devices which 
are descriptive of the goods with which they are used, or of the character 
or quality of such goods * * * shall be registered under the terms of this 
Act.” 


This is the statutory law. The general law dealing not with 
registered trade-marks but with trade-marks which through use 
have acquired a secondary meaning was reviewed by this court and 
applied in Apollo Bros. v. Perkins, 207 Fed. 530 [2 T. M. Rep. 
398]. Substituting the descriptive name here in question for the 


geographical name there in issue, this court held substantially as 


follows: It is essential that a trade-mark possess two charac- 
teristics: That either in meaning or association the mark point dis- 
tinctively to the origin or ownership of the commercial article, and 
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that it be of such a nature as to permit of an exclusive appropria- 
tion by one person. Nims on Unfair Business Competition, Section 
2. But a descriptive name, though not originally capable of ex- 
clusive appropriation, may, by use and association with a commod- 
ity, obtain a secondary signification denoting that goods bearing 
it come from one source, and thus a superior right to its use may 
be acquired by the person who first adopted it. Inasmuch as no ab- 
solute ownership in or exclusive right to use such name as a trade- 
mark is vested in anyone, the rights obtained by the first user are 
not infringed by the mere use of such mark by a competitor, even 
though such use be in association with competing goods. If this 
were the whole law of the subject the matter would be easy. But 
just here arises another body of law, that of unfair competition. 
The law governing trade-marks is but a branch of the law regulat- 
ing trade competition. The policy of this law is to foster, not to 
hamper, competition and it permits a monopoly in the use of a 
trade-mark only when it has become tne absolute and exclusive 
property of the first user—good against the world. A merely des- 
scriptive name can never become such property, Warner & Co. v. 
Lilly & Co..—U. S.—[14 T. M. Rep. 247], and the utmost the first 
user of such a name after it has acquired a secondary meaning can 
insist upon is that no one shall use it against him in an unfair way. 
Accordingly, the second user becomes an infringer only when he 


makes an unfair use of the mark. Not any competition, but only 


unfair competition on the part of such user is actionable. Canal 
Co. v. Clark, 80 U. S. 811, 324, 20 L. Ed. 581; Columbia Mills v. 
Alcorn, 150 U. S. 464, 14 Sup. Ct. 151, 87 L. Ed. 1144; Elgin 
Watch Co. v. Ill. Watch Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. 
Ed. 365. A technical trade-mark being treated as property, in- 
fringement thereof carries with it the presumption of fraud; but 
where no exclusive right to the use of a trade-mark exists, fraud— 
unfair competition—in the use of the mark by another must be 
proved, Elgin Watch Co. v. Ill. Watch Co., supra; Siegert v. Gan- 
dolfi, 149 Fed. 100, and when proved, the utmost that the courts 
can do for the relief of the first user is to enjoin, not the use of 


the trade-mark but the unfair method of its use. Thus it appears 








458 FOURTEEN TRADE-MARK REPORTER 


that, while the first selection of a descriptive name which later has 
acquired a secondary meaning does not carry with it an exclusive 
right to its use, yet the first user has a right to be protected against 
one who subsequently so uses the name as to deceive the public and 
thereby take his trade from him; and in affording him this protec- 
tion the later comer, when using the name, will be required to dis- 
tinguish his goods and enlighten the trading public. American Wal- 
tham Watch Co. v. U. S. Watch Co., 173 Mass. 85, 58 N. E. 141, 
43 L. R. A. 826. In this way the courts preserve to the first user 
his superior right to the mark and, what is more important, guard 
the public. Warner & Co. v. Lilly & Co., supra; Computing Scale 
Co. v. Standard Computing Scale Co., 118 Fed. 965, 967; Photo- 
play Pub. Co. v. LaVerne Pub. Co., 269 Fed. 730. 

Applying this law to the facts of the case, we think it will not 
be necessary to review in this opinion the extended argument on the 
question of the validity of the trade-mark registration but that in 
announcing our judgment it will be enough to say that the word 
“Dyanshine” is merely descriptive of the characteristics of the prod- 
uct, Ungles-Hoggette Mfg. Co. v. Farmers, Etc. Co., 283 Fed. 116, 
[6 T. M. Rep. 300], and therefore this word, a collection of several 
words misspelled, Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 
220 U. S. 446 [1 T. M. Rep. 10], is not the subject-matter of a 
valid trade-mark. We are in accord with the finding of the learned 
trial court that the registration is invalid. 

The next question is that of unfair competition, its first aspect 
being whether on the facts the complainants’ trade-name “Dyan- 
shine” has acquired a secondary meaning wherein its descriptive 
quality has become merged in a newly-acquired and _ therefore 
secondary quality which identifies the product in the mind of the 
public as that of the complainants’ manufacture. 

The facts disclose that the complainants’ business is one of 
many commercial romances developed by the war. Warren D. Bar- 


ton, a small dealer in leather goods at Waco, Texas, quite accident- 


ally discovered in a chemical preparation the dual qualities of dye- 
ing and shining leather. After a series of experiments, he con- 
ceived a formula (still held secret) for the manufacture of the 
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preparation and, making a small quantity, he peddled it at Camp 
MacArthur nearby. He called it “Dyanshine,” a misspelling of 
words descriptive of its qualities. It kept soldiers’ puttees and 
trappings in excellent condition and immediately became popular. 
At first Barton’s supply was limited to available bottles of varied 
sizes and colors purchased at local stores and junk shops. Almost 
immediately the demand outran the supply. This was due to sev- 
eral circumstances. There was a large number of troops at Camp 
MacArthur. Officers ordered their men to use the preparation and 
men and officers moving to camps in other parts of the country 
wrote back for more of it, until, later, the Government included it 
in orders for troop equipment. 

The story of the beginning of this business is similar to that 
of the well-known Bull Durham smoking tobacco, told in Blackwell 
v. Didrell, 3 Fed. Cas. 549; 3 Hughes 151. There the popularity 
of the tobacco was due to Sherman’s and Johnston’s armies passing 
through the district in North Carolina where the tobacco was grown 
and preying upon the tobacco houses, and its notoriety was due 
to the soldiers, after disbandment of the armies, writing from all 
parts of the country for more of it. 

Barton formed a partnership with sufficient capital to handle 
this suddenly grown-up business. A brief chronicle of its expan- 
sion discloses that there was no record of sales in 1918 and the 
early part of 1919, but beginning in 1919, the firm sold 1,198,600 
bottles; in 1920, 3, 371,320 bottles; in 1921, 3,964,784 bottles and 
in 1922 (to October 1) 3, 485,000 bottles. The largest sales were 
in the South, but the business extended as far east as Boston, as far 
north as Pittsburgh and Chicago, as far west as Omaha, and the 


product, under the trade-name of “Dyanshine,” later registered as 


a trade-mark, is now handled through 2,374 jobbers supplying 186,- 
722 retail dealers and serving a trade which, of course, is larger 


than the number of bottles sold. 


Thus within two or three years and by its trade-name, there 
arose a market for the product which under other circumstances 
might never have been attained and, doubtless, would not have been 


attained except through long and expensive advertising. If, under 
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the circumstances narrated, the plaintiffs’ trade-mark acquired a 
secondary meaning, it was done very quickly; and if a secondary 
meaning is to be measured only by the time within which it was 
acquired, this trade-mark has no such meaning. The respondent 
urges that secondary meaning is to be determined by the time taken 
in acquiring it. This is a rule of experience rather than a rule of 
law, for in most of the cases reported, and in all cited by the re- 
spondent, the time in acquiring a secondary meaning figured largely, 
and in some cases exclusively, in determining whether such mean- 
ing had been acquired. Time is the usual standard because a natural 
one, but it is not the exclusive standard. The test of secondary 
meaning is whether the trade-mark has become broadly known to 
the public as denoting a product of certain origin. Therefore, in 
looking for a secondary meaning this court is controlled by the fact 
that such a meaning has been acquired in the mind of the public, 
rather than by the time it has taken for that fact to become estab- 
lished. The time in this case was unusually short, due to unusual 
circumstances; yet it is perfectly plain that by circumstances rather 
than by time the complainants’ trade-mark had acquired a secondary 
meaning within the full sense of that term. 

The second aspect of the question of unfair competition is 
whether the respondent in appropriating (and spelling correctly) 
the catch words of the complainants’ trade-mark after it had ac- 
quired a secondary meaning, and in reaping the benefit to be de- 
rived from it, engaged in competition containing the elements of 
fraud. What the respondent did was this: 

The Rex-Oil Company had for many years been engaged in 
the business of manufacturing and selling shoe polishes with head- 
quarters at Pittsburgh, Pennsylvania. In 1920, learning for the 
first time that such a commodity as that of the complainants bear- 
ing such a trade-mark was on the market, it employed one of the 
complainants’ salesmen when on his employers’ business in Pitts- 
burgh, and set about making a preparation of its own with the 
same dual qualities, which, it said, had long been in contemplation. 
It immediately put the product on the market under the trade-name 
of “Dye and Shine” and sent the salesman back to the territory 
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where he was acquainted with the complainants’ customers. It did 
not even wait for appropriately worded cartons in which to pack 
the product but sent it out in old cartons with stickers covering an 
old trade-name of another preparation and bearing the new trade- 
name of “Dye and Shine.” (Later, it added the word “Victory” 
to the lettering of the cartons and used the prefix “Rex-Oil.”) Be- 
fore doing this, however, it consulted a trade-mark attorney and 
was advised that the complainants’ registration was invalid and that 
the critical descriptive words were free to any producer. 

The respondent company pushed its wares vigorously and in 
many places succeeded in displacing the wares of the complainants, 
mainly because it sold its product at a price permitting re-sale at 
twenty-five cents a bottle while the retail price of the complainants’ 
product is fifty cents a bottle. Standing alone, there was nothing 
wrong in this. Nor did the respondent pass off its product for that 
of the complainants’ by representing that it was the complainants’ 
product. Its conduct was not so crude. It sent its salesmen to 
dealers handling the complainants’ goods, who told them that the 
Rex-Oil product is just as good as Barton’s, which may be true, and 
demonstrated to them that it is cheaper, which is true. Again, there 
was nothing wrong in this. But in their conversations there was 
the plain intimation that when customers asked for ‘““Dyanshine’”’ 
(the complainants’ corrupted word and the respondent’s three 
words, as pronounced, being indistinguishable) they could sell them 
‘Dye and Shine.” In some instances where no comparison of goods 
was made a few dealers were deceived; not many, to be sure, but a 
few. The deception, however, did not rest here because, as stated 
in National Biscuit Company v. Baker, 95 Fed. 135, “it makes no 
difference that dealers in the article are not deceived.” They are 
informed and usually know what they are buying. The law con- 
cerns itself with the casual purchaser who knows the commodity 
only by its name. In obtaining what he asks for he is entitled to 
protection against unfair dealing, whether there be a_ technical 
trade-mark or not. Lilly & Co. v. Warner & Co., 275 Fed. 752 

12 T. M. Rep. 1]; Warner & Co. v. Lilly & Co., supra. So, in this 


case the public knew the name “Dyanshine” and what the article 
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bearing that name would do on their shoes. Until the respondent 
entered the field there was only one product of that kind and only 
one having that name and that was the complainants’ product. What 
happened was exactly what was expected, namely, when a customer 
went into a shop and asked for a bottle of ‘Dyanshine,’—pro- 
nouncing the word as it sounds, not spelling it,—would the dealer 
ask him which make he wanted,—whether Barton’s or Rex-Oil? 
Not at all. He asked him whether he wanted a fifty cent bottle 
or a twenty-five cent bottle. Not knowing that the difference in 
price reflected a difference in products, the customer would do the 
natural thing and ask for a bottle at the lower price. Of this there 
is abundant evidence. The effect in deceiving the public and in 
taking the complainants’ trade was just as certain as though the 
deception had been more direct. 

In appropriating the substance of the complainants’ trade- 
mark and also the substance of the catch words and phrases of their 
trade advertisements, the respondent accomplished quite success 
fully what it had set out to do, namely, the deception of the public 
and the capture of a portion of the complainants’ trade. There is 
no question that the respondent has a right to compete with the com- 
plainants in the same line of business and win as much of their 
trade as it can; but the right which the law gives everyone freely 
and stiffly to compete for trade means only the right to compete 
fairly. It does not bestow upon anyone an unbridled license to do 
just what he may choose in utter disregard of the legal rights of 
competitors and the purchasing public. We are of opinion that the 
respondent’s practice amounted to unfair competition within the 
sense of that term. 

The charge of unfair competition having been established it 
follows that, besides allowing the complainants damages for the 


injury they have sustained, equity will afford them relief by in- 


junction to prevent such unfair competition in the future. Acts 
of unfair competition having been shown, we are warranted in con- 
cluding that the respondent is disposed to continue the same course 
of conduct, unless restrained. Warner & Co. v. Lilly § Co., supra. 
As the learned District Court, upon which will devolve the task of 
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framing the injunction, is entitled to an expression of our views 
in so far as they have developed from the record, we shall consider 
the character and extent of this relief. 

The complainants, being entitled to relief, are entitled to ef- 
fective relief; and any doubt in respect to the extent thereof must 
be resolved in their favor as the innocent producers and against 
the respondent, the offending producer. Clearly, the relief should 
extend far enough to enjoin the respondent and its agents from 
directly or indirectly, representing or suggesting or insinuating to 
customers the feasibility or possibility of passing off “Dye and 
Shine” for “Dyanshine.” It is just here that we find it difficult to 
write this principle in practical terms and this is because the two 
expressions when spoken are identical in sound and, therefore, 
indistinguishable. When a person hears of an article, he is not apt 
to inquire as to its spelling; it is more than likely fixed in his 
memory as a sound which he repeats orally when he makes a pur- 
chase. In suggesting a solution of this perplexing matter we shall 
assume that, under the law, the respondent has a right to use the 


words dye and shine either as a name for, or as descriptive of its 


product, provided that such use, in either case, be absolutely fair. 


In looking for what is a fair use we first regard the question nega- 
tively and hold that the mere addition of the word “Victory” and 
of the prefix “Rex Oil” to the troublesome words does not meet 
the requirement. Faulder & Co. v. O. & G. Rushton, 20 R. P. C. 
177. 489. 

If the respondent should select a new name for its product, 
t may freely use the words dye and shine in describing its qualities 
if it does so in terms that are purely descriptive. If, with all the 
words of the English language at its disposal, it should adhere to 
the words “Dye and Shine” as the name of its product, it must un 
mistakably distinguish the name of its product from the name of 
the complainants’ product. In doing this and at the same time pre- 
serving the rights of both parties and of the public in the use of 
a single-sounding name, great difficulty is involved. Yet it must be 
surmounted, for the thing must be done. To this end we think that 


the decree fairly may require that the cartons and bottles containing 
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the respondent’s product shall bear labels or printing which in 
themselves clearly distinguish the product from that of the com- 
plainants, and also that the respondent’s labels and printing on 
cartons and bottles and in advertisements shall state affirmatively 
and prominently that the preparation is not that of Barton Manu- 
facturing Company and is not to be sold or dispensed as ‘“Dyan- 


shine” and is not to be used as such by jobbers or retailers when 


filling orders or meeting calls for the latter. Warner & Co. v. Lilly 


§& Co., supra. With these general suggestions, the details and form 
of the injunction can be more satisfactorily determined by the 
learned trial court. 

The decree is reversed and the cause remanded to the District 
Court with directions that the bill be reinstated and proceedings had 
in conformity with this opinion. 





Gerosa ET AL. v. Apco Mra. Co. 
(299 F. R. 19) 


United States Circuit Court of Appeals, First Circuit 
May 28, 1924 


Trape-Marks AND Trape-Names—Unrair CompetitTion—Essence or Un- 
FaIR CoMPETITION—DECEPTION. 

The essence of the wrong in unfair competition consists in the 

sale of the goods of one manufacturer or vendor for those of another. 

In equity. Decree for defendant, and granting defendant in- 


junctive relief, and complainants appeal. Affirmed. 


Melville Church, of Washington, D. C. (J. King Harness, of 
Detroit, Mich., and Alfred H. Hildreth, of Boston, Mass.. 
on the brief), for appellants. 

Wallace R. Lane, of Chicago, Ill., and Chauncey E. Wheeler, 
of Providence, R. I. (Arthur M. Allen and George 
Mankle, both of Providence, R. I., on the brief), for 
appellee. 
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Before Bincuam and Jounson, Circuit Judges, and Hate, Dis- 
trict Judge. 


Hate, District Judge: This case comes before the court upon 
appeal from a decree of the United States District Court in the 
Rhode Island District, dismissing plaintiff's bill, which charged: 


(1) Infringement of letters patent No. 1,263,879, Anthony 
Gerosa, lug for power plant support for motor vehicles, granted 
April 23, 1918, on application filed May 9, 1917.’ 

(2) Infringement of an alleged trade-mark on the descrip- 
tive phrase “Crank Case Repair Arm.” 

(3) Unfair competition by defendant's manufacture and sale 
of its Apeo crank case arm for Ford cars. The decree of the Dis- 
trict Court also sustained the defendant’s counterclaim, and ordered 
the relief sought therein by directing an injunction to restrain 
plaintiffs’ alleged inequitable conduct in threatening suits and in- 
timidating customers of the defendant. The decree also referred 
the case to a master, to take an account of damages sustained by 
the defendant by reason of the plaintiffs’ alleged wrongful acts. 

The plaintiffs’ 30 assignments of error are intended to raise the 
ultimate questions: Whether or not the Gerosa patent in suit is 
valid and infringed by the defendant; whether or not the defendant 
was guilty of unfair competition in copying plaintiffs’ commercial 
form of the patented device, in obtaining a design patent and mark- 
ing its goods with the word “patented,” and advertising that it 
owned a patent covering the devices sold by it; whether or not the 
plaintiffs were guilty of unfair competition or of inequitable con- 
duct in advertising, in threatening suits against persons alleged by 
ihe defendant to be its customers; and whether or not defendant 
was entitled to an accounting for alleged damages sustained by it 
because of plaintiffs’ alleged inequitable acts. 

A charge of infringement of trade-mark and of unfair competi- 
tion is made in the bill of complaint. This charge is based upon 
copying plaintiffs’ device and design, copying their advertising mat- 


*Notr:—That portion of the opinion relating exclusively to patents 
s here omitted.— Ep. 
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ter, copying the name and term “Crank Case Repair Arm,’ and 
palming off defendant’s arms as those of the plaintiffs. This part 
of the controversy does not involve patent law. Gerosa, the pa- 
tentee, testified that the shape of the arm results from the necessity 
of registering with the bolt holes already in the Ford arm. There 
is nothing distinctive in its shape. The A-shaped form had not 
been manufactured by the defendant for about two years before the 
filing of the bill, and equitable relief by way of injunction cannot 
be afforded for past injuries, but should be used only for the pre- 
vention of further injuries. Kennicott Water Softener Co. v. Bain, 
185 Fed. 520, 521, 107 C. C. A. 626; Munger Laundry Co. v. Na- 
tional Marking Machine Co., 252 Fed. 144, 164 C. C. A. 256. 

The proofs show that defendant did not use the term “Crank 
Case Repair Arm,” but that it did use the well-known descriptive 
term “Crank Case Arm.” 

It does not appear that the defendant ever obtained any ad- 
vantage by its design patent, and it is clear that the plaintiffs have 
no right to complain, whether the defendant had a design patent. 
or whether it marked its design product as “patented.” 

In Ward Baking Company v. Potter-Wrightington, Inc. 
(C. C. A.) 298 Fed. 398 [14 T. M. Rep. 253], this court has just 
considered the fundamental questions arising in a trade-mark case. 
A trade-mark is a right pertaining to an established business or trade 
in connection with which the mark is employed. The essence of the 
wrong in unfair competition consists in the sale of the goods of one 
manufacturer or vendor for those of another. Hanover Star Mill- 
ing Co. v. Metcalf, 240 U.S. 408, 414, 36 Sup. Ct. 357, 60 L. Ed. 
713 [6 T. M. Rep. 149]; Coca-Cola Co. v. Glee-Nol Bottling Co., 
221 Fed. 61, 187 C. C. A. 83 [5 T. M. Rep. 212]; Howe Scale Co. 
v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 140, 25 Sup. Ct. 
609, 49 L. Ed. 972. 


It is enough to say, in the present case, that the defendant is 


not shown to have done anything indicating an intention to palm off 


its goods as those of the plaintiffs. The defendant marked its prod- 
uct with the name “Apco,” and advertised it under that name, clearly 
showing that it was not the product of the plaintiffs. Keystone 
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Type Foundry v. Portland Publishing Co., 186 Fed. 690, 108 C. C. 
A. 508 [1 T. M. Rep. 106]. There is no proof of any act of decep- 
tion on the part of the defendant. The charge of unfair competition 
on its part is not sustained. We agree with the District Court in 
finding that there is no merit in plaintiffs’ contention in reference 
to infringement of their trade-mark rights by the defendant. 

The counterclaim of the defendant is in effect a bill in equity, 
asking for injunctive relief and damages, by reason of interference 
on the part of the plaintiffs with its business. 

The decree of the District Court is affirmed; the defendant ap 


pellee recovers costs in this court. 


Joun Bene & Sons, Inc. v. Feperat TrapeE Commission 
(299 F. R. 468) 


United States Circuit Court of Appeals, Second Circuit 
May 8, 1924 


‘Trape-Marks AND ‘TrapE-Names—Uwnrarr Competition—Feperat Trape 

Commission Act—Covurt Must WeicH Evipence. 

On petition to review order of Federal Trade Commission, court 
must inquire whether Commission’s findings of fact are supported by 
evidence. 

Trape-Marks AND TrapE-Names—Unrairn Compretition—Feperat Trape 

Commission May Recetve Testimony. 

Evidence or testimony, even though legally incompetent, of the kind 
that usually affects fair-minded men in conduct of their daily and 
more important affairs, should be received and considered by the Fed- 
eral Trade Commission, but it should be fairly done. 

Trape-Marks AND Trapk-Names—Uwnrair Comprtrit1ion—PROcEEDING BY 

Feperat Trape Commission Must Be 1x Interest oF Pustic. 

Under Federal Trade Commission Act, § 5, no complaint can 
issue from Federal Trade Commission, unless person complained of is 
using unfair method of competition in commerce, and a proceeding 
by Commission in respect thereof would be “to the interest of the 
public.” 

‘Trape-Marks aND TrapE-Names—Uwnrair Competition—Pvustiic Inreresr 

ProrectinG Missranpep Propucv. 

The public had no interest in protection of an antiseptic of vary- 
ing composition and misbranded, in that the public was by its label 
requested to use it for purposes for which it was medically unfit, 
and Federal Trade Commission should not have granted any relief to 
its owner against unfair competition by another, under Federal Trade 
Commission Act, § 5. 
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In equity. Petition to review Order of the Federal Trade 
Commission. Order reversed. 


“Petitioner (hereinafter called Bene) is, and was in 1918, engaged, 
among other things, in the manufacture and sale of hydrogen peroxide. 
At the same time one Proper was making and selling a compound to which 
he gave the trade-name of Daxol. Among the customers of Bene were 
certain store systems commonly known as chain stores, and the same 
chain stores, or some of them, had purchased some Daxol. 

“In the autumn of 1918 Bene obtained a bottle purporting to con- 
tain Daxol, and submitted it for analysis to a well-known independent 
laboratory in New York City. The result was not favorable to Daxol, and 
Bene communicated the same (in the language of the findings) ‘to the 
principal officers of * * * four large chain stores. In the month of 
December petitioner submitted Daxol to another and different independent 
laboratory, and again the result of the analysis was not, to say the least, 
a favorable advertisement for Proper’s compound. This analysis Bene 
sent (according to the findings) to one chain store manager, accompanied 
by a letter substantially advising the recipient to confirm the result of 
the analysis, and the comment of the letter, ‘by asking any chemist or 
doctor.’ 

“In April, 1920, the Commission issued a complaint alleging that the 
analyses aforesaid and Bene’s comment upon them ‘contained certain false 
and misleading statements and representations concerning [Daxol]; that 
among said false and misleading statements [is the representation that 
Daxol] contained lime, and that the use of [Daxol] on the human body 
would be attended with great danger.’ Bene answered promptly, averring, 
inter alia, that the analysis was correct, and that the label upon Daxol 
was ‘absolutely false, fraudulent, and misleading.’ 

“Testimony on this issue was taken in September, 1921, and on 
December 27, 1922, findings were made to the effect: 

“(1) As the result of the analyses circulated by Bene, the chain store 
systems known as Kresge, McCrory, Kress, and Woolworth withdrew from 
sale in their stores the preparation known as Daxol, and_ shortly 
thereafter ceased to purchase the same. 

“(2) The analyses aforesaid and petitioner's comment thereon misled 
the customers of Proper into the belief that Daxol contained lime; that the 
use of the same on the human body would be attended with great danger; 
that Daxol was a weak solution, and lost its effectiveness in about 72 
hours. 

“(3) The truth of the matter is that Daxol contains either no lime, or 
lime in such small quantities as to be entirely innocuous, and its use on 
the human body would not be attended with great danger, and that Daxol 
is not a weak solution of bleaching powder, and does not lose its effective- 
ness in 72 hours. 

“(4) That the statement of Bene concerning a competitive product, 
to wit, Daxol, that its use on the human body would be attended with 
great danger, is false, and that the statement of the analyses to the effect 
that Daxol is a solution of calcium hypochlorite, commonly known as 
bleaching powder, is misleading, deceptive, and constitutes a misrepresenta- 
tion. 

“Immediately on making these findings the order under review was 
entered. The order is as follows: 
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“It is ordered that the respondent, John Bene & Sons, Inc., its officers, 
agents, representatives, and employees, do cease and desist from directly 
or indirectly publishing, circulating, or causing to be published or cir- 
culated, any false, deceptive, or misleading statements of or concerning 
the product of a competitor, and particularly from publishing, circulating, 
or causing it to be published or circulated, directly or indirectly, such 
statements concerning the product “Daxol” manufactured by the Proper 
Antiseptic Laboratories of Cincinnati, Ohio, to wit: That “this is a solution 
of calcium hypochlorite, or, as it is usually known, bleaching powder. It is 
our opinion that its use on the human body would be attended with great 
danger.” That “Daxol” is a very weak solution of bleaching powder and 
loses its effect in about 72 hours.’ 

“Petition for review followed.” 


Frederick N. Van Zandt, of New York City (James H. Marsh, 
of New York City, of counsel), for petitioner. 

W. A. Sweet, of New York City, and W. H. Fuller, of Mc- 
Alester, Okla., for Federal Trade Commission. 


Before Hoven, Manton, and Mayer, Circuit Judges. 


Hoven, C. J. (after stating the facts as above): Under the 
Curtis Publishing Co. Case, 260 U. S. 568, 43 Sup. Ct. 210, 67 L. 
Ed. 408, we “must inquire whether the Commission’s findings of 
fact are supported by evidence,” and this inquiry includes an as- 
certainment of what kind of evidence, or evidence so called, the 
fact-findings rest upon. If by evidence is meant testimonial matter 
legally competent, relevant, pertinent, and material, this record con- 
tains very little of that kind. 

It was plainly desirable, as Bene manufactured hydrogen 
peroxide, to compare Daxol with the other preparation, and on this 
point one Irene Kuhlman replied, in answer to the question “What 
are Daxol and peroxide used for?’’ thus, “Well, not a serious wound 


of any kind; it is very injurious to a serious wound; for cuts, very 


small cuts, or bruises, or sore throat, it was very helpful, the same 
as could be considered as to peroxide.’”’ How competent this wit- 
ness was to answer this question over due objection is perhaps sug- 
gested by the fact that her usual and regular occupation was that 
of running a “beauty parlor.” 

It also seemed appropriate to show that the business of the 
proprietors of Daxol had been injured by what Bene had done, and 
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how such injury had arisen, and Miss Kuhlman testified fully on 
this point. Her qualifications for giving such testimony were that 
on the 6th of January, 1920, she became connected with the cor- 
poration that succeeded Proper in the manufacture of Daxol. At 
this time she became a stockholder to the extent of one share, and 
a director, and she also, in her own language “‘operated the books 
of the company.” After thus qualifying, she testified at length 
concerning events that had occurred long before her connection with 
the concern. The scheme of her evidence may be judged from this 


question and answer: 


“Q. Do you remember when this trouble arose about this analysis? 
A. I was not connected with the company, but at the time they incor- 
porated the whole case was explained, and I have all the papers concerning 
the case.” 

She was permitted to testify, not only as to correspondence 
antedating her connection with Proper’s successor, but as to the 
contents of books which were never produced. This evidence related 
to sales made by Proper, individually, prior to the time when (again 
in the witness’s language) he “sold out as an individual and changed 
it to a corporation.” 

It was further necessary, under the issue as framed, to prove 
the inaccuracy or falsity of the analyses made at Bene’s request, and 
this was sought to be done by introducing the investigations of other 
chemists. Accordingly, there was offered in evidence a report on 
Daxol made in February, 1919, by the chemist of the dairy and food 
department of the state of Ohio, one made by the Bureau of Chem- 
istry of the United States Department of Agriculture in Novem- 
ber, 1919, and one made in September, 1921, by Pitkin, Inc., of 
New York City. 

Apparently no effort was made to identify or ascertain the 
origin of the substance submitted for analysis, further than that 
it was contained in a bottle labeled Daxol. The inference is neces- 
sarily that the Commission regarded the content of any bottle 


labeled Daxol as material to this issue, and it must also have been 


assumed that everything in a bottle labeled Daxol came from Proper. 


But there was no identification of what was analyzed as being 
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Proper’s product. On the assumptions made, and without any 


evidence as to the age of the preparation as analyzed, the inferences 
are irresistible either that the preparation known as Daxol was not 
stable, or that its composition varied. 

The taking of opinion evidence extends over a field hitherto, we 
think, unknown in legal investigation. One of the chemists who 
had analyzed the contents of a Daxol bottle at the request of Bene 
had said that its use ‘‘on the human body would be attended with 
great danger.’ Whereupon another chemist was asked by the Com 
mission’s attorney whether he thought Daxol would be injurious 
when applied to the human body. Over objection he was permitted 
to testify on the ground that, “Well, it was a chemist that made that 
statement; that’s the reason I think that he (the witness) is qual- 
ified.” And examples of similar procedure might be multiplied. 

The questions suggested by the foregoing references are wheth- 
er the Commission, in its investigations, is restricted to the taking 
of legally competent and relevant testimony. We incline to think 
that it is not by the statute, and, having regard to the exigencies of 
administrative law, that it should not be so restricted. 

We are of opinion that evidence or testimony, even though le- 
gally incompetent, if of the kind that usually affects fair-minded men 
in the conduct of their daily and more important affairs, should be 
received and considered; but it should be fairly done. The Trade 
Commission, like many other modern administrative legal experi- 
ments, is called upon simultaneously to enact the roles of complain- 
ant, jury, judge, and counsel. This multiple impersonation is difficult, 
and the maintenance of fairness perhaps not easy; but we regard 
the methods pursued in showing Proper’s diminution in sales as 
lacking in every evidential or testimonial element of value, and op- 
posed to that sense of fairness which is almost instinctive. 

We note that no finding of fact was made by the Commission 
to the effect that Proper’s sales of Daxol in the aggregate dimin- 
ished; but a finding was made ut supra that four chain store sys- 
tems excluded Daxol from their counters. As to this finding the 
record contains no evidence whatever justifying any reference to 
the Woolworth Company. The agent of Kresge testified plainly that 














472 FOURTEEN TRADE-MARK REPORTER 


Daxol did not sell, and that that was the reason “we discontinued 
carrying it.” The buyer for McCrory declared that the chemical 
analysis would have had no effect on him, if there had been a large 
trade in Daxol, and averred that the reason why he did not con- 
tinue buying it was because the demand slackened. The witness 
produced from the Kress Company was the only support of the 
Commission’s substantial averment, namely, that these particular 
four chain stores dropped Daxol as a result of Bene’s activities. 

We cannot think that such testimony as this affords a founda- 
tion, either legal or reasonable, for the finding first above sum- 
marized. Having pointed out the infirmity of what was introduced 
as evidence, we shall not pause to inquire as to whether the order 
could be justified on all that is left of any probative value, to wit, 
the statement on behalf of the Kress Company, the various analyses, 
the admissions of the petitioner herein; for there is a much more im- 
portant question presented by this record. 

This proceeding has nothing to do with the various anti-trust 
acts. The only statute invoked is Section 5 of the act creating the 
Commission. 38 Stat. 717-724 (Comp. St. § 8836e). Under this 
statute there are two points that must be made to appear before 
any complaint can issue: (1) That the person complained of “is 
using any unfair method of. competition in commerce’; and (2) 
that a proceeding by the Commission in respect thereof would be 
“to the interest of the public.’” 

It would seem elementary that whatever is necessary to justify 
a proceeding by the Commission must be proved in that proceeding 
by said Commission. Both these points are duly alleged in the com- 
plaint herein, but no finding has been made to the effect that the 
proceeding has been justified as being in the interest of the public. 
That the public interest is to be considered in proceedings of this 
kind is manifest from all the reports. But it is sufficient to cite 
the Winsted Hosiery Case, 258 U. S. 488, 42 Sup. Ct. 384, 66 L. Ed. 
729 [12 T. M. Rep. 131]. The court said, at page 493 (42 Sup. 
Ct. 385): 


*See a discussion of this point by Denison, J., in Silver v. F. T. C. 
(C. C. A.) 289 Fed. 985. 





JOHN BENE & SONS, INC. ¥. FEDERAL TRADE COMMISSION 473 


“The facts show that it is to the interest of the public that a proceed- 
ing to stop the practice be brought. * * * When misbranded goods attract 
customers by means of the fraud which they perpetrate, trade is diverted 
from the producer of truthfully marked goods.” 


The decision cited rests flatly on the proposition that the goods 


there complained of were misbranded, and therefore afforded an un- 
fair method of competition with goods properly branded. But what 
the court said concerning the goods advertised under a name deemed 
to contain improper and indeed fraudulent implications is just as 
applicable to goods sought to be protected and the sale thereof ad- 
vanced through a proceeding by the Trade Commission, but for the 
benefit and advantage primarily of a complainant; in this ease a 
single person, the manufacturer of Daxol. 

The real meaning of this litigation is perfectly shown by the 
witness Kuhlman, who, after testifying that sales of Daxol had 
practically ceased at the time she testified, volunteered the state- 
ment that: 


“The concerns to whom we have been selling this product have had 
no faith up to this time because of the analysis that has been forwarded 
to the different companies. If the decision is in our favor, we may be 
able to reinstate their faith in the product.” 

An objection by petitioner to this declaration was overruled, 
and the statement stands as a peculiarly frank exposition of the 
nature and purpose of the proceeding. We shall therefore consider, 
in the absence of any finding on the subject, whether it is true, as 
alleged in the answer, that what is imparted to the public by the 
label on the Daxol container is “false, fraudulent, and misleading.”’ 

The label on a Daxol bottle declares that it is a “new Ameri- 
can antiseptic, stronger than peroxide.” It is said to represent “the 
highest chemical skill in producing a most potent antiseptic, similar 
to the one in use at hospitals, at the European fronts, and recognized 
to be the greatest medical discovery of the age.’’ In a special note 
the public is recommended: ‘To obtain the best results, use Daxol 
as often as possible.” The directions for using this “potent an- 


tiseptic’” are in part as follows: 


“For cuts, open wounds, and ulcers, moisten thoroughly on lint or 
cotton and apply freely. For sore throat, gargle every half hour. For 
abscesses and boils, apply freely by moistening cotton. For sore and 
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inflamed eyes, mix one teaspoonful to two tablespoons warm water and 
bathe eye.” 

And there are other directions of a similar nature too long to 
quote. Of the five analyses offered in evidence, all but one report 
lime as present in varying proportions, and the one that does not 
mention lime does not pretend to be fully quantitative. This an- 
alysis, put in evidence by the Commission, concludes thus: 


“Product is principally chlorine water of a strength of .06 per cent. 
As a disinfectant, free chlorine is only equal to hydrogen peroxide, so, 
to be as strong, this solution should be 3 per cent. Misbranded. State- 
ment on label is false.” 

So far as chlorine is concerned, the proportions of that chemical 
found in the samples submitted vary enormously, viz. from .11 per 
cent. to .058 per cent.; while as for calcium hypochlorite (bleaching 
powder) it is present in a majority of the specimens submitted. The 


record contains no attack upon the accuracy of the several analyses. 


It follows necessarily that we have here a compound either chem- 
ically unstable, which is a point no chemist testified upon, or vary- 
ing in composition, which is a point any layman can ascertain and 
understand from the evidence herein. 

Finally, the record contains no contradiction of the evidence 
given from a highly qualified physician and surgeon, who testified 
from all the analyses, and his own experience with disinfectants and 
antiseptics. This uncontradicted and unimpeached witness went 
through the label from which we have quoted above, and pointed 
out that most of the purposes for which the proprietor so highly rec- 
ommended Daxol meant the free application of this solution to 
mucous membrane, both healthy and diseased. He gave it as his 
professional opinion that such applications of Daxol would in- 
variably produce “an irritating caustic effect,’ and he heartily 
agreed with the Ohio food department that Daxol was a _ mis- 
branded article. 

From this evidence we deduce as findings of fact: 

First. Daxol is a product of varying composition, and mis- 
branded, in that the public is by its label requested to use it for 
purposes for which it is medically unfit. 
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Second. The public has no interest in the protection of such 
an article. 


As a conclusion of law, we hold that, there being no proof of a 


public interest herein or of its being to the interest of tie public 
that this proceeding should have been begun, or the order com- 
plained of made, said order must be reversed; and it is reversed 
accordingly. 


Biock eT Av. v. JunGc ArcH Brace Co. 
(300 F. R. 308) 


United States Circuit Court of Appeals, Sixth Circuit 
July 2, 1924 


‘Trape-Marks AND Trape-Names—Unvrairn Competirion—CoworaBie I mita- 

TION OF Mark Hep INFRINGEMENT. 

Infringement of a trade-mark consists in unauthorized use or 
colorable imitation of a mark already appropriated by another, on 
goods of a similar class. 

‘Trape-Marks aNd Trape-Names—Unrair Competit1ion—‘*WonDER” AND 

“Miracte” Hetp not to INrraince “Wizarp.” 

Where label and dress of package were quite dissimilar, defend- 
ant’s use of words “Wonder” and “Miracle” on elastic arch supports 
held not to infringe plaintiff's trade-mark “Wizard,” used on an 
adjustable leather insert placed in shoes to support fallen arches. 

Trape-Marks AND Trape-Names—Uwnram Competition—Wuat Is NeEces- 
sary TO Constitute INFRINGEMENT, Wuere Tuere Is No Ipentity 
or NAMES. 

To constitute infringement, where there is no identity of names 
respectively appropriated for use, there must be such similarity in 
sound or appearance, or in dress of goods, as will cause confusion in 
minds of public as to source of manufacture. 

l'eape-Marxks aNd Trape-Names—Uwnrarir Competition—Sincie Worp May 

Inrrince TraprF-Marx ConsistinG oF DirrereENtT Worp. 

Where there is similarity of sound and appearance of trade-mark, 
or in dress of goods, use of one word may constitute infringement of 
entirely different word. 


In equity. From a decree denying an injunction, plaintiffs ap- 


peal. Affirmed. 


James L. Hopkins, of St. Louis, Mo. (Dickerson §& Dickerson, 
of Cincinnati, Ohio, on the brief), for appellants. 
Walter F. Murray, of Cincinnati, Ohio, for appellee. 
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Before Denison, Mack, and Donanve, Circuit Judges. 


Per Curiam. The situation is fully stated in Judge Hick- 
enlooper’s opinion, the decisive portion of which we quote below: 


“This cause comes for hearing upon a motion for preliminary in- 
junction against the use by the defendant of the words ‘Wonder’ and 
‘Miracle’ upon elastic arch supports, as infringing the plaintiffs’ registered 
trade-mark ‘Wizard.’ While the goods of both plaintiffs and defendant 
serve somewhat the same purposes, that of supporting or strengthening 
the fallen arch in the foot of the wearer, they are of very different type, 
material, and appearance. The plaintiffs’ support consists of an adjustable 
leather insert to be placed in the shoe, while the defendant’s consists of 
an elastic band fitting over the instep and passing under and supporting 
the arch. Nor are the respective trade-marks in any wise similar in 
appearance. The plaintiffs’ trade-mark consists of the word ‘Wizard’ in 
large letters, tapering in size toward both ends, and beneath, in smaller 
letters, the word ‘lightfoot, immediately above a winged reproduction 
of the inverse side of the support superimposed upon an outline of the 
sole of a foot. Defendant’s label consists of the words ‘Jung’s Arch 
Brace’ in column with the word ‘Wonder’ (‘Miracle’) between the word 
‘Jung’s’ and ‘Arch’ and the technical trade-mark of the defendant, the 
symbol of a foot wearing the elastic support and surrounded by a circle, 
between the words ‘Arch’ and ‘Brace. The words ‘Wonder’ and ‘Miracle’ 
are used, as distinguishing between different designs and sizes. Nor is 
the dress of the package in which the goods are contained in any wise 
similar. Not only is there no apparent attempt upon the part of the de- 
fendant to simulate the appearance of the plaintiffs’ container, but such 
containers are so different in appearance as to conclusively negative any 
such intention upon defendant’s part. 

“Under the foregoing facts, the plaintiffs’ right to relief, if any, 
depends upon the right to appropriate, by registration [adoption] of 
trade-mark, the exclusive right to use of all words implying supernatural 
origin or abnormal or magical source, and plaintiffs’ argument goes to 
this extent. Thus ‘Wonder’ is said to infringe the trade-mark ‘Wizard,’ 
because a ‘Wizard’ is a ‘wonder worker’; ‘Miracle’ is said to infringe 
because it is a ‘wonder.’ By like process of reasoning, an infringement 
could be predicted upon the use of the words ‘conjurer,’ ‘magician,’ 
‘sorcerer, ‘alchemist,’ ‘spiritualist, and many other words having no sim- 
ilarity in appearance or sound. This we conceive to be inconsistent with 
both reason and precedent. 

“Infringement of a trade-mark consists in the unauthorized use or 
colorable imitation of the mark already appropriated by another, upon 
goods of a similar class. In Canal Co. y. Clark, 13 Wall. 311, 322 (20 L. Ed. 
581) the court after calling attention to the fact that ‘property in a trade- 
mark, or rather in the use of a trade-mark or name, has very little analogy 
to that which exists in copyrights, or in patents or inventions,’ and to the 
fact that it is not necessary that a trade-name should be a new creation, 
says: ‘It is invariably held that the essence of the wrong consists in the 
sale of the goods of one manufacturer or vendor as those of another, and 
that it is only when this false representation is directly or indirectly made 
that the party who appeals to a court of equity can have relief” In the 
case of A. Leschen §& Sons Rope Co. v. Broderick § Bascom Rope Co. 
(C. C.) 123 Fed. 149, 150 [1 T. M. Rep. 37], the court says: ‘The equity 
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entitling the owner of a trade-mark to an injunction to restrain infringe- 
ment consists in the irreparable damage done the owner by so simulating 
his trade-mark as to impose on the public and palm off the infringer’s 
goods as and for those of the owner.’ 

“Without identity in the names respectively appropriated for use, there 
must be such similarity in sound or appearance, or in the dress of the 
goods, as will cause confusion in the minds of the public as to the source 
of manufacture of the articles. Where this similarity in sound or appear- 
ance of the trade-mark, or in the dress of the goods, appears, there is no 
doubt that the use of one word may be held to infringe a trade-mark 
consisting of an entirely different word. But this is not due merely to 
similarity of meaning, but rather to the principles prohibiting unfair 
competition. It is the public that is to be protected, and the final criterion 
seems always to be whether there is likelihood of deception of the public 
and the substitution of the goods of the defendant for those of the plaintiff. 
This doctrine underlies practically all of the decided cases. 

“Plaintiff relies upon the case of Wonder Mfg. Co. v. Block, 249 Fed. 
748, 161 C. C. A. 658 [8 T. M. Rep. 296], as establishing the doctrine that 
the use of the word ‘Wonder’ is an infringement upon the trade-mark 
‘Wizard, without regard to the general appearance of the label or dress 
of the package. It is true that the court says: “The word “Wonder,” upon 
goods identical in appearance with the plaintiff's goods, conveys the same 
idea as does the word “Wizard,” and its use is an infringement.’ But it 
is to be noted that the court limits such infringement to cases of use 
‘upon goods identical in appearance, and an inspection of the affidavit of 
Walter A. Scott in the instant case adds force to the contention of the 
defendant for limited application of the language of the court. It is 
also to be noted that, while the court there cites the case of National 
Biscuit Co. v. Baker (C. C.) 95 Fed. 135, where it is held that, because 
of similarity in construction and suggestion, the word ‘Iwanta’ infringes 
the trade-mark ‘Uneeda,’ yet the court also bases its holding upon the 
cases of Aluminum Cooking Utensil Co. vy. National Aluminum Works 
(D. C.) 226 Fed. 815 [6 T. M. Rep. 42], in which it is distinctly held that 
‘Everlasting’ does not infringe ‘Wearever, upon the case of Florence Mfg. 
Co. v. J. C. Dowd & Co., 178 Fed. 73, 101 C. C. A. 565 [1 T. M. Rep. 289], 
in which it is held that ‘Sta-Kleen’ does not infringe ‘Keep-clean, and the 
case of Daniel O’Donnell vy. Riscal Mfg. Co. (D. C.) 228 Fed. 127 [6 T. M. 
Rep. 108], where it is held that ‘Nevermiss’ infringes ‘Notamiss,’ but solely 
upon the ground that the names for trade purposes are so much alike that 
their use would constitute unfair competition. 

“In no case to which we have cited, unless it is the case of Wonder 
Mfg. Co. vy. Block, supra, is the mere similarity of meaning held to con- 
stitute an infringement, apart from the question of unfair competition 
arising from similarity in sound, appearance, or dress of the parcel. And 
we know of no such case unless it be the rather unsatisfactory opinion 
of Judge A. L. Sanborn in Elliott Varnish Co. v. Sears Roebuck §& Co. 
(D. C.) 221 Fed. 797 [5 T. M. Rep. 306]. It is true that ‘No-Hole’ was 
held to infringe ‘Holeproof’ in Holeproof Hosiery Co. v. Fitts (C. C.) 167 
Fed. 378, but in that case also there was a slavish imitation of the box, 
guaranty, coupons, directions for exchange of hose, and other details of 
dress. This position is further emphasized by the case of Procter §& 
Gamble Co. vy. Globe Refining Co. (C. C. A. 6) 92 Fed. 357, 34 C. C. A. 
405, where Judge Severens says: “The cardinal rule upon the subject is 
that no one shall, by imitation or any unfair device, induce the public to 
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believe that the goods he offers for sale are the goods of another, and 
thereby appropriate to himself the value of the reputation which the other 
has acquired for his own products or merchandise. * * * In other words, 
one cannot make an exclusive appropriation of words or marks which he 
puts upon his goods, and which simply indicate their superiority or popu- 
larity, or universality in use, and no more. If he could, he might thus 
absorb a privilege which is common to all’—citing Corbin v. Gould, 135 
U. S. 308, 10 Sup. Ct. 312, 33 L. Ed. 611; Coats v. Thread Co., 149 U. S. 
562, 13 Sup. Ct. 966, 37 L. Ed. 847; Lawrence Mfg. Co. v. Tennessee Mfg. 
Co., 188 U. S. 537, 11 Sup. Ct. 296, 34 L. Ed. 997. This case distinctly 
holds that, apart from similarity of dress ‘Everybody’s Soap’ does not 
infringe the registered trade-mark of ‘Every Day Soap.’ Thus, also, it 
has been held that ‘No-To-Bac’ is not infringed by ‘Baco-Curo. Sterling 
Remedy Co. v. Eureka Chemical § Mfg. Co. (C. C. A. 7) 80 Fed. 105, 
25 C. C. A. 314, and many other cases to like effect, could be cited. Mere 
similarity of meaning alone is not enough to constitute infringement, 
especially where such meaning is at all descriptive of the goods. 
“Suffice it to say in the instant case that, the goods being so different 
in method of use and appearance, and the labels and dress of the package 
being so dissimilar as to lead to no possible confusion, it is inconceivable 
that the public could have been misled by having the defendant's mer- 
chandise substituted, upon application for that of the plaintiffs’, or that 
any of the doctrines against unfair competition could have been violated; 
and the words ‘Wonder’ and ‘Miracle’ are intended and understood to be, 
in a sense, descriptive of the goods. The prayer for injunction must 


therefore be denied.” 

While an identity in meaning, or even an analogy therein, be- 
tween the trade-mark word and the claimed infringing word, may 
well make out a case of deception by unfair competition, when taken 
in connection with other evidence, which alone would be insufficient, 
vet we are not aware of any authority which justifies finding in- 
fringement of a technical trade-mark from such analogy or identity 


only, unaccompanied by substantial similarity in appearance, dis- 


play or sound, and we are not satisfied that any principle justifies 
the extension of the rule to such a case. We approve Judge Hicken- 
looper’s conclusions. 


The decree is affirmed. 
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Proper v. JoHN Bene & Sons, INc., eT AL. 
(295 F. R. 729) 


United States District Court, Eastern District of New York 
November 30, 1923 


IrapeE-Marks AND ‘l'RapeE-Names—-Unrarr Competirion—Orper or Frperat 

Trape Commission Not Finat JUDGMENT. 

A proceeding before the Federal Trade Commission results in an 
order which has no effect in itself, unless made operative by the 
Circuit Court of Appeals, and the doctrine of res adjudicata has no 
application thereto. 

ProcrepING Beroret Feperat Trape Commission Hetp not Competent Ev- 

IDENCE IN AcTION FoR DaMaGEs FoR ATTEMPTING TO MONOPOLIZE 

TRADE. 

Under Clayton Law, providing that a final judgment or decree 
in a criminal prosecution or any proceeding in equity, brought by or 
on behalf of the United States under the anti-trust laws, shall be 
prima facie evidence in any suit or proceeding brought by any other 
party against such defendant under said laws, held, that a proceeding 
before the Federal Trade Commission and a finding thereon are not 
competent evidence in an action for damages for attempting to monop- 
olize trade. 

SamMeE—PLeEADING—ALLEGATIONS OF VIOLATION oF Acts oF ConGress Hep 

Mere Conciusions. 

Allegations of the violation of Acts of Congress held mere con- 
clusions of law, and should be stricken out. 

Same—P irapinc—Cavust or Action Unpber Feperat ‘Trape Commission 

Act, Repeatinc Atiecations Mane Unper SuHerman Anti-Trust 

Act Stricken Ovt. 

No new cause of action is given by either the Federal ‘Trade 
Commission Act or the Sherman Anti-Trust Act, but the latter pro- 
vides for a new rule of damages, and a cause of action under the 
Federal Trade Commission Act, merely repeating the allegations of 


the cause alleged under the Sherman Anti-Trust Act should be stricken 
out. 


At law. On motion to strike out certain paragraphs of the 


complaint. Motion granted. 


Edward P. Sobel, of New York City, for plaintiff. 
Frederick N. Van Zandt, of New York City, for defendants. 


Garvin, District Judge: This is a motion for an order strik- 
ing out paragraphs twelfth, thirteenth, and fourteenth of the first 
alleged cause of action set forth in the amended complaint, such 


part of paragraph thirtieth of the third alleged cause of action as 
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realleges the contents of the first three mentioned paragraphs, and 
the entire third alleged cause of action. 


The suit is brought to recover treble damages for injuries 
caused to plaintiff's business by the unlawful acts of defendants. 
The first cause of action is for treble damages, and is based upon 
defendants’ attempt to monopolize the trade in disinfectants in a 
manner constituting a violation of the Act of Congress approved 
July 2, 1890, known as the Sherman Anti-Trust Law (Comp. St. 
§§ 8820-8823, 8827-8830). The second cause of action is like- 
wise for treble damages sustained as a result of a fraudulent and 
criminal combination and conspiracy by defendants to prevent law- 
ful competition in the sale of disinfectants in such a manner as also 
constituted a violation of the Anti-Trust Law. The third cause 
of action is based upon the same allegations of fact upon which the 
first cause of action rests, except that the amended complaint alleges 
that they constitute a violation of the Act of Congress entitled “An 
act to create a Federal Trade Commission,” which became a law 
on September 26, 191+ (Comp. St. §§ 8836a-8836k). Under this 
cause of action only actual damages are demanded. 

Paragraph twelfth sets forth certain proceedings which were 
had before the Federal Trade Commission, its findings and order 
entered thereon. Paragraph thirteenth alleges that the proceeding 
before the Federal Trade Commission is a proceeding in equity on 
behalf of the United States under the Anti-Trust Laws and that 
the findings of that Commission as to the facts are conclusive. 
Paragraph fourteenth alleges that defendants employed unfair 
methods of competition in Interstate Commerce in violation of the 
act to create a Federal Trade Commission and the Sherman Anti- 
Trust Act. 

It is true, as urged by plaintiff, that the power to strike out 
should be exercised with caution. Irrelevant and redundant allega- 
tions as such do no harm, and motions to strike them from a plead- 
ing are frequently denied. We have therefore to examine the 
amended complaint with care, to ascertain whether the paragraphs 
to which objection is taken contain allegations of facts which can- 
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not be proved at the trial and reference to which would be pre- 
judicial to defendants. 
The proceeding before the Federal Trade Commission was 


against John Bene & Sons, Inc., only. It is difficult to see, there- 


fore, how it can be competent as res adjudicata in this action. Any 


prior adjudication must have been a determination of the same is- 
sues between the same parties, or their privies, as pointed out in 
Fish v. Vanderlip, 218 N. Y. 29, 112 N. E. 425, Ann. Cas. 1916F, 
150. Furthermore, the proceedings before the Federal Trade Com 
mission did not result in a final judgment or decree. The result of 
the proceedings before the Commission is an order which has no 
effect in itself, unless made operative by the Circuit Court of Ap- 
peals, which has power of review. The doctrine of res adjudicata 
has no application unless a final judgment is involved. Webb v. 
Buckelew, 82 N. Y. 555, and authorities therein cited. 

Of course, it may be conceded that any allegations have a 
proper place in any pleading, if their presence is specifically au- 
thorized by statute, and the plaintiff vigorously contends that there 
is such authorization by section 5 of the Act of Congress known as 
the Clayton Law, which went into effect October 15, 1914. Section 
5, supra (Comp. St. § 8835e), provides: 

“That a final judgment or decree hereafter rendered in any criminal 
prosecution or in any suit or proceeding in equity brought by or on behalf 
of the United States under the anti-trust laws to the effect that a defend- 
ant has violated said laws shall be prima facie evidence against such 
defendant in any suit or proceeding brought by any other party against 
such defendant under said laws as to all matters respecting which said 
judgment or decree would be an estoppel as between the parties thereto: 
Provided, this section shall not apply to consent judgments or decrees 
entered before any testimony has been taken: Provided further, this 
section shall not apply to consent judgments or decrees rendered in 
criminal proceedings or suits in equity, now pending, in which the taking 
of testimony has been commenced but has not been concluded, provided 
such judgments or decrees are rendered before any further testimony is 
taken.” 

This section is claimed by plaintiff to refer to a proceeding 
before the Federal Trade Commission, and to make it incumbent 


upon this court to hold that the proceeding before said commission 
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referred to in paragraph thirteenth, supra, is competent evidence in 
this action. 

An analysis of Section 5 of the Clayton Act, supra, discloses 
that there are six requirements contained in said Section 5 with 
which compliance must be had in order to make the proceedings 
competent, evidence in this suit: (1) The judgment or decree 
must be final. (2) It must have been rendered in a criminal pros 
ecution or in a suit or proceeding in equity. (3) The prosecution, 
suit, or proceeding must have been brought by or on behalf of the 
United States. (4) It must have been instituted under the anti- 
trust laws. (5) It must be to the effect that a defendant has 
violated those laws. (6) It shall be prima facie evidence against 
that defendant. 

Considering these in the order set forth, the court is constrained 
to hold: (1) That the proceedings before the Federal Trade Com- 
mission did not result in a final judgment or decree. (2) There is 
grave doubt whether the proceeding before the Commission is a 
proceeding in equity. The Commission itself is rather an investi- 
gating body than a judicial tribunal, and its order has no binding 
effect until it has received the judicial sanction of the circuit Court 
of Appeals. (3) Strictly speaking, it would seem that the pro- 
ceeding is not brought by or on behalf of the United States, inas 
much as it is instituted by the Federal Trade Commission, although 
it may well be held that this body as a creature of the government 
may be said to be acting on behalf thereof. (4) The suit or pro 
ceeding must be brought under the anti-trust laws. Neither the 
Federal Trade Commission Act in its references to anti-trust acts. 
nor the Clayton Act in its references to anti-trust laws, includes the 
Federal Trade Commission Act in such a classification. Therefore 
the proceeding before the Federal Trade Commission is not such a 
proceeding as is held by Section 5 of the Federal Trade Commission 
Act to be competent evidence, as asserted by plaintiff. (5) The 


discussion of the fourth requirement is applicable to the fifth. (6) 
The act permits the proceedings before the Commission to be re- 
ceived as prima facie evidence against such defendant. In the case 
at bar there are various other defendants. 





he 
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Plaintiff argues that there is no necessity to have the parties 
the same, “because the statute expressly said that it is permissible 
against the defendant in any action.”” The statute reads: 

“Against such defendant in any suit or proceeding brou;\.t by any 
other party against such defendant under said laws.” 

It is apparent that, if Congress had intended the construction 
claimed by plaintiff, the statute would have read: 


“In any suit or proceeding brought by any other party against such 
defendant or against various defendants, one of whom was a defendant 
in a proceeding before the Commission.” 


If the foregoing conclusions are correct, paragraphs twelfth 


and thirteenth in the first cause of action are improper; by the 


same reasoning they are improper in the third cause of action, con- 
tained in the amended complaint, and must be striken therefrom. 

Paragraph fourteenth seems to consist of nothing more than 
conclusions of law. It states that two acts of Congress have been 
violated, and inasmuch as the defendants are now on notice of what 
plaintiff will claim with respect to the facts, paragraph fourteenth 
adds nothing to the amended complaint. It should therefore be 
striken out. 

It appears to the court that the third cause of action sets up 
nothing more than a repetition of the first cause of action. If so, 
it is not properly in the complaint. No new cause of action is given 
by either the Federal Trade Commission Act or the Sherman Anti- 
Trust Act. The latter does provide for a new rule of damages. 

Upon the argument, defendants urged that, if the motion be 
granted, plaintiff be directed to serve an amended complaint within 
20 days after the service of a copy of the order to be entered upon 
the decision of this motion, which amended complaint should omit 
all matters hereby ordered striken out. This request is not unrea- 
sonable, as it will result in the pleadings before the court and jury 
at the trial being in such shape as to exactly conform with this 
decision; there will then be no possibility of the jury seeing any- 
thing which physically remains in the pleading, although theretofore 
stricken therefrom by order of the court. 


Motion granted. Settle order on notice. 
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Joun Virtrucci Co. v. MERLINE 
(228 Pac. Rep. 292) 


Supreme Court of Washington 
August 7, 1924 


Trape-Marks AND Trape-Names—Unrata Compretition—Lasets Hetp nox 
so Stmimiar as TO Cause Deception. 

Where labels for olive oil containers had different lettering, 
although both contained a map of Italy in approximately the same 
colors, held, that there was not such similarity in the labels as to 
cause deception. 

Trape-Marxks AND TrapE-Names—Unrair CompetTition—Use or SiMILar 

Cotors Cannot Be PrevenTep. 

The use of similar colors as imitative of the label of a competitor 
in business cannot be prevented. 

‘Trape-Marks—Unrair Comprtition—Usr or Design ContTarninGc Map not 

EN JOIN ABLE. 

The use of a design in a label for goods containing the map of 
Italy cannot be restrained, such design not being the subject of ex- 
clusive private property. 

‘Trape-Marks—Uwnrair Competition—Ust or Map 

Use sy PiLaintirr Not ENJOINABLE. 

Where the map of Italy had been used by another seller of olive 
oil as part of a label several years before it was made part of the 
design of plaintiff, he had no exclusive right to its appropriation, and 
could not restrain its use by another. 

‘TrapE-Marks—Unrair Comprtition—Use or Map 1n Laset not Sussecr 
or Monopovy. 

Where seller of olive oil used the map of Italy as a part of the 
designs of its trade label to show where the olive oil came from, his 
use was merely that of the name and representation of a locality or 
place of which no trader can acquire the exclusive use. 


APPROPRIATED Brrore 


In equity. Suit to restrain alleged unfair competition. From 
decree for defendant, plaintiff appeals. Affirmed. 


Bronson, Robinson § Jones, of Seattle, Wash., for appellant. 
Elia A. Wright and Sam A. Wright, both of Seattle, Wash., 


and Ellis, Fletcher & Evans, of Tacoma, Wash... for re- 
spondent. 


Ho.tcomes, J.: 





This is an equity action to permanently enjoin 
respondent from importing, selling, or offering for sale any olive 
oil under labels, dress, or container in imitation of the olive oil con- 
tainers and labels of appellant, and for damages for unfair com- 
petition alleged by appellant on the part of respondent. 


Appel- 
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lant claims a good and enforceable property right in its labels for 
its olive oil throughout the territory of Oregon, Washington, Idaho, 
Montana, Arizona, the western half of the Dominion of Canada, 
and Alaska. It claims that its labels for olive oil containers were 
devised and applied in 1909, and that in 1921 respondent, in order 
to obtain an unfair advantage in trade, unlawfully encroached upon 
the trade-name and label of appellant in order to deceive the public, 
and changed the label respondent had for many years used on his 
olive oil containers, put the same upon the market, and continues 
to do so; the label being so similar to that of appellant that the 
intended wrongful purposes were attained. Appellant also seeks 
to compel an accounting by respondent for the profits wrongfully 
made by him, or, in lieu thereof, $25,000 in money, and also $10,000 
damages as compensation for damages occasioned to the name, good- 
will, and business of appellant. 

Respondent traverses the allegations of appellant by general 
denials, and also alleges concurrent user by respondent in the same 
market during the same period of time; alleges that any rights of 
appellant are barred by laches, and by the statute of limitations; 
and that the label of respondent had been registered in the Patent 
Office of the United States. 

The controversy is waged principally over the design and dress 
of labels for olive oil containers. That of appellant consists of a 
label with the words at the top, “Map of Italy,” on a red ground. 
Below that the word, “Vittucci,” in white letters, and below that 
the word, “Brand,” in black letters. Below that are the words, 
‘Virgin Olive Oil,” in white letters. All of these last words being 
upon a dark yellow-colored ground, extending across the label. 
Beneath that portion of the label is a map of Italy, showing almost 
the whole peninsula, and the several seas almost surrounding Tialy, 
a part of the coast of Austria, a small part of France, the islands 
of Corsica, Sardinia, Sicily; Italy and the islands being shown in 
deep yellow, and the seas in dark blue. Upon this portion of the 


label is a trade-mark consisting of a circular design, containing the 
words “Trade-Mark Registered,” in the outer portion of the circle, 
in black letters upon a red ground, and the letters “V V”’ over the 





| 
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letters “O O” in white upon the dark yellow ground in the center 
of the design. Beneath this portion of the label are the words, 
“Finest Italian Virgin Olive Oil,” all in white letters, beneath which 
are the words, “Especially put up for table and medicinal purposes,’ 
in black letters, which portion of the design is on a dark yellow 
ground. The lower portion of the label consists of a red-colored 
margin. The trade-mark “V V O O” is intended to signify Vittucci 
Virgin olive oil, and is the only portion of appellant’s label that is 
registered and copyrighted as a trade-mark. The lower portion of 
the blue-colored sea on the label contains the words at the right. 
in red letters ““Not genuine without our trade-mark.” 

The label of respondent, as perfected in 1921, contains the 
word, “Angelo,” and beneath that the word, “Brand,” and beneath 
that the words, “Pure Italian olive oil,” all in white letters upon a 
dark green ground, which covers about the upper third of the design. 
Below that, and extending partly upon the green ground of the up- 
per part of the label, is a map of the entire country of Italy in 
deep yellow, with the seas almost surrounding Italy in light blue; 
the islands of Sardinia and Sicily being of the same color as the 
map of Italy, and the island of Corsica being white. It will be ob- 
served that the coloring of the map of Italy, and of the seas, and of 
the islands except Corsica, are in practically the same colors as those 
of the appellant. The lower portion of respondent’s design is in 
dark red ground color, contains the coast line of Africa opposite 
Italy, and the words Algeria, Tunis, Tripoli, and Cirenaica, in 
black letters, and then, surrounded by a scroll design, the words, 
“Prepared in Italy,” beneath which is the word, “For,” and beneath 
that, “Metropolitan Grocery Co.,” and beneath that the words, 
“Exclusive Importers,’ beneath which are the words, “Seattle. 
U.S. A.” Respondent’s design also shows on a white ground at the 
right of the map of Italy, the Coat of Arms of the House of Savoy 
in a very conspicuous manner, the colors being green and yellow 
for the crown, and a white cross upon a red ground color on the 
shield. Respondent’s design also has a yellow and then a red border 


on each side. 
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At the conclusion of the trial the lower court concluded that 
ippellant had not in any wise substantiated the allegations of its 


complaint, and established no cause of action against the respondent 


on any of its allegations, and that respondent had established the 
allegations of its answer, and of its affirmative defenses, and there- 
fore decreed that the action be dismissed with prejudice and costs. 

It is incontrovertibly shown in the evidence that the use of the 
map of Italy as a design was no novelty with either appellant or 
respondent, but had been used by a firm of importers in New York 
City as long ago as 1901 or 1902; the olive oil imported by that 
firm, Parodi & Ermino, having been marketed on the Pacific Coast 
and in the state of Washington, under the trade-name of “Italy 
Brand,” with a map of Italy in red as the most prominent feature 
of the label. It is indisputably shown, also, that Virgin olive oil 
simply means pure olive oil, and is a generic and descriptive term. 

The discussion of the case by counsel is elaborate and extensive, 
but there are a few controlling principles which are determinative 
of this case. 

In the first place, it does not appear that there is such obvious 
similarity in the labels as to cause deception. 

As to another feature, the use of similar colors by respondent 
as imitative of the label of appellant cannot be prevented. It was 
so decided in Pacific Coast Condensed Milk Co. v. Frye & Co., 85 
Wash. 138, 147 Pac. 805. We also refer to that case for a very 
elaborate discussion of many of the questions discussed in this case, 
which are there decided against the contention of appellant. Under 
the decision in that case there is no such similarity of design and 
trade brand on respondent’s label as to constitute infringement. 

For another reason the use of the design containing a map of 
Italy cannot be restrained. That is because it cannot be made the 
subject of exclusive private property. Since the same design, re- 
gardless of the color, was used, as indisputably shown, by Parodi 
& Ermino in this market, at least several years before the map of 
Italy was made a part of the design of appellant, appellant had no 


exclusive right to its appropriation. In other words, it had been 
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appropriated. Columbia Mill Co. v. Alcorn, 150 U. S. 460, 14 Sup. 
Ct. 151, 37 L. Ed. 1144. 

Again, the use by appellant of the map of Italy as a part of the 
design of its trade label is shown to have been for the purpose of 
showing where the olive oil came from. This would therefore be 
no more than the use of the name and representation of a locality 
or place of which no trader can acquire the exclusive use. This 
has been decided with practical unanimity by the courts. Canal 
Co. v. Clark, 18 Wall. 311, 20 L. Ed. 581; Amoskeag Mfg. Co. v. 
Spear, 2 Sandf. (N. Y.) 599. In the Clark Case, supra, the court 
observed: 


“It must then be considered as sound doctrine that no one can apply 
the name of a district or country to a well-known article of commerce, 
and obtain thereby such an exclusive right to the application as to pre- 
vent others inhabiting the district or dealing in similar articles coming 
from the district, from truthfully using the same designation. It is only 
when the adoption or imitation of what is claimed to be a trade-mark 
amounts to a false representation, express or implied, designated or in- 
cidental, that there is any title to relief against it.” 


And the court also decreed: 


“No one can claim protection for the exclusive use of a trade-mark 
or trade-name which would practically give him a monopoly in the sale 
of any goods other than those produced or made by himself. If he could, 
the public would be injured rather than protected, for competition would 
be destroyed. Nor can a generic name, or a name merely descriptive of 
an article of trade, of its qualities, ingredients, or characteristics, be 
employed as a trade-mark and the exclusive use of it be entitled to legal 
protection.” 


See, also, Calvin v. Gould, 183 U. S. 308, 10 Sup. Ct. 312, 33 
L. Ed. 611; Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 
537, 11 Sup. Ct. 396, 34 L. Ed. 997; Amoskeag Mfg. Co. v. Train- 
er, 101 U. S. 51, 25 L. Ed. 998; Carthage Tobacco Works vy. Bar- 
low-Moore Tobacco Co., (D. C.) 296 Fed. 142. 


For a further general discussion of the law of unfair competi- 
tion, see Diamond Drill Co. v. International Diamond Drill Co., 
106 Wash. 72, 179 Pac. 120. 


For the foregoing reasons the decree of the lower court was 
right, and is affirmed. 


Marin, C. J., and Toitman, Parker, and Macxinrosn, JJ.. 
concur. 
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Amendment of Application 


Fennino, A. C.: Held that Clarence C. Hay should not have 
been allowed to amend his application for the registration of a mark 
consisting of the word “Hay-Po” and two “before” and “after” 
pictures surrounded by two concentric circles so as to eliminate all 
of the mark except the word “Hay-Po,” in view of the decision of 
the Court of Appeals of the District of Columbia in a case between 
these same parties involving Hay’s original mark (288 O. G., 431, 
50 App. D. C., 399). 

The ground of this decision is that if the amendment were ad- 
mitted applicant would be given prima facie title to the mark “Hay- 
Po” as of the date that the original application was filed, whereas 
the Court of Appeals had held in the prior decision that applicant 
had no right to the registration of the mark “Hay-Po” alone at 
that time.’ 


Date of Use: Act of 1920 


Kinnan, F. A. C.: Held that the Ward Bros. Co., Inc., had 
established that it had made a trade-mark use of the word “Certi- 
fied,” upon bread and cake, and was entitled to register this word 
under the Act of March 19, 1920. 

He further held that the date of this application, for the pur- 
pose of determining whether the applicant had had exclusive use, 
must be considered as the date when the application was filed under 
the Act of February 20, 1905, and not the date when it was amended 
to bring it under the Act of 1920, and that, therefore, the use by 
the Nafziger Baking Company of this mark within a year prior to 
the time that the application was amended, but subsequent to the 
time that the application was originally filed under the Act of Feb- 


ruary 20, 1905, was not such use as would require under the statute 
the cancellation of the registration.* 


‘Annie M. Malone v. Clarence C. Hay, 146 M. D. 237, Sept. 26, 1924. 
* Nafziger Baking Company v. Ward Bros. Co., Inc., 146 M. D. 223, 
Sept. 18, 1924. 
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Descriptive Terms 


Fennine, A. C.: Held that the words “No Dope” were not 
registrable as a trade-mark for horse, cattle and poultry feed, since 
the words were merely descriptive of the goods. 

In his decision the Assistant Commissioner said: 

“The dictionary establishes the familiar use of ‘dope’ as a general 
term to apply to a material employed to have a deleterious effect when 
taken internally. It seems that ‘No Dope’ applied to feed would 
imply that the feed does not include any material having a bad effect 
upon the animal consuming it. It seems clear, therefore, that the mark 
may be descriptive of the goods and as such is not registrable.” 

He further held that applicant’s argument, that the mark was 
not descriptive because even assuming that it indicated that there 
was no dope in the material, it did not indicate what was in the feed, 
was not well taken in view of decisions holding such marks as 
“Neverfail,’ for stock feed, “Felt-Less,” 


tiaqua,” for cement, to be unregistrable.* 


for harness, and “An- 


Effect of Assignment 


Fennine, A. C.: In a cancellation proceeding, it appeared 
from the record that The Johnson Milling Company, had used a 
trade-mark for flour consisting of the pictorial representation of an 
eagle, together with the words “American Eagle’ and other in- 
signia since 1899; that the Lee Flour Mills Company, had used a 
similar mark since about 1900, but that the Lee Flour Mills Com- 
pany sought to carry its date of use back of 1899 by reason of an 
assignment to it by the Liberty Mills of Texas, of the trade-mark 
“American Eagle” for wheat flour, including the good-will attached 
thereto. 

Assistant Commissioner Fenning held that the alleged transfer 
from the Liberty Mills of Texas to the Lee Company was not a 
transfer of a trade-mark accompanied by the good-will of the busi- 
ness, but was nothing more than an agreement on the part of the 
Liberty Mills not to continue the use of the “American Eagle”’ 
mark, and that, therefore, it could not carry its date of use of the 


“Ex parte The Sturges Company, 146 M. D. 225, Sept. 20, 1924. 
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trade-mark back of 1900, and that the mark of the R. D. Johnson 
Milling Company should not be cancelled. 


In his decision, after citing certain portions of the te-timony of 


the President of the Liberty Mills, with reference to this transfer, 
the Assistant Commissioner said: 


“It seems to me clear from this statement that the assignment was in 
fact nothing more than an agreement on the part of the Liberty Mills 
not to continue the use of the American Eagle mark. No attempt was 
made to transfer any part of the business. It is well established that the 
naked transfer of a trade-mark without and aside from the business can 
not be accomplished. In Independent Baking Powder Co. v. Boorman, 
175 Fed. 448, a somewhat similar condition was considered and after 
citing cases and stating the general principle, the Court found the alleged 
assignment invalid. In that case, as in this, the assignor was employing 
several trade-marks, one of which they endeavored to transfer ‘but kept 
their business and continued to manufacture identically the same powder 
and sell it under the same symbols under which it had previously been 
sold, save that they did not use the name “Solar,”’ which was the subject 
of the transfer. The Court held ‘the assignor cannot, after the assignment, 
continue the same identical business at the same places as before, under 
unassigned trade-marks, and at the same time authorize his assignee to 
conduct the same business elsewhere under an assigned trade-mark.’ The 
case of Mayer Fertilizer & Junk Company vy. Virginia-Carolina Chemical 
Company, 1910 C. D. 399, is a holding of the Court of Appeals of the 
District of Columbia to substantially the same effect. I must hold, there- 
fore, that the 1923 assignment of the Liberty Mills was an abandonment 
of the mark by the Liberty Mills and no benefit of their early use can 
accrue to the Lee Flour Mills Company.” * 


Goods of Unlike Descriptive Properties 


FenninG, A. C.: Held, on rehearing, that the Ho-Ro-Co 
Manufacturing Company, was entitled to register the mark “Ho-Ro- 
Co,” as a trade-mark for a number of articles, including blood and 
nerve tonic, liniment for sprains, cough syrup and headache tablets, 
notwithstanding the prior use by Annie M. Malone, of the word 
‘“Poro” as a trade-mark for a preparation for the treatment of hair 
and hair dressings. 

The prior decision, rendered May 31, 1924, was based on the 
theory of the natural expansion of the business of the two parties. 
It appears that the Ho-Ro-Co Manufacturing Company cancelled 


from its application the following goods: hair restorer for promot- 


*H. D. Lee Flour Mills Co. v. The R. D. Johnson Milling Co. of 
Alleghany County, 146 M. D. 220, Sept. 5, 1924. 
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ing the growth of the hair, hair tonic and dandruff remedy, hair 
shampoo, and depilatory powder. 


In his decision the Assistant Commissioner said: 


“It is to be remembered, however, that Malone runs a college for the 
training of persons who establish so-called beauty parlors for colored 
people. There may have been a time in our civilization when women 
were satisfied to have the hair alone treated, but it does not behoove 
us to shut our eyes to the facts which are patent everywhere that at 
the present time the activities of beauty parlors go much further than 
the hair. Certainly, they include the use, application and sale of talcum 
and complexion powders, cold cream, vanishing cream, massage cream, 
hair restorer for promoting the growth of the hair, hair tonic and dandruff 
remedy, hair shampoo, compact face powder, face rouge, lip rouge, eye- 
brow pencils, nail polish, toilet water, and possibly bay rum. One who has 
been accustomed to receive treatment, and purchase goods for use on the 
hair, in a Poro institution, bearing the Poro mark, will expect, when 
receiving the other beauty goods, just listed, bearing a similar mark, that 
they will have the same source as the ‘Poro’ hair goods. This is sufficient 


to establish that the goods are of the same descriptive properties as the 
hair goods.” 


* * * . - 


“Applicant has built up and expanded its business in part at least by 
buying other established businesses to add to its own. It may be reason- 
able therefore to distinguish some of its goods from others. Certainly 
in a case where there were no intermediate goods, it would probably be 
beyond expectation to hold that baking powder and goods for the treat- 
ment of the hair were goods of the same descriptive properties. With 
the case as now presented to me, I believe therefore that we are justified 
in holding that the following goods to which applicant has applied its 


mark are not goods of the same descriptive properties as those of opposer; 
blood and nerve tonic, etc.” ® 


Infringing Marks 
Fennine, A. C.: Held that Myers & Parker is not entitled to 
register the word ‘“‘Pompo’, in an ornamental panel, as a trade- 
mark for a hair pomade, in view of the prior use by Annie M. Ma- 
lone, of the word “Poro” on hair dressings and preparations for 
treatment of the hair. 
The ground of the decision is that the goods are of the same 
descriptive properties and the marks are so similar as to be liable 
to cause confusion in the mind of the public. 


* Malone v. Ho-Ro-Co Manufacturing Co., 146 Ms. Dec. 247, Sept. 26, 
1924. 
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In his decision the Assistant Commissioner said: 


“The examiner of interferences dismissed the opposition largely on 
the ground that applicant’s mark was apparently derived from the word 
‘pompodour’ which conclusion he drew from the statement on the label 
that applicant’s goods are ‘For pompadour and unruly hair.’ The purchas- 
ing public little knows and little cares how a mark is selected. It as- 
sociates a mark with certain goods and the thing in the mind of the 
public is that association, rather than the origin of the mark. ‘To be 
sure ‘Pompo’ and ‘Poro’ are words which can be distinguished from each 
other in appearance and meaning and sound by the cultured linguist.” 


- a * . 


“The vowels in the two words are the same, the first and the last 
letters are the same, they have the same number of syllables, and I have 
sufficient doubt with respect to whether they will cause confusion when 
existing side by side in the trade to require me to apply the well-known 
rule of resolving doubt against the later comer.” * 


Fennineo, A. C.: Held that the Thompson Milling Company 
was not entitled to register the word “Radio” as a trade-mark for 
wheat flour, in view of the prior use and registration by the Kehlor 
Flour Mills Company of the trade-mark “Radium” for the same 
goods. 

The ground of the decision is that the marks are so similar 
as to be likely to cause confusion in the mind of the public. 

In his decision, the Assistant Commissioner said: 


“The marks have the same initial letter and syllable. When printed 
they look somewhat alike and when pronounced they sound the same. 
While they are both words in common use having somewhat different 
meanings, I am unable to believe that slight difference is sufficient to 
make it possible for the general public to readily distinguish one from the 
other. To be sure, other devices on the labels of the parties give their 
labels somewhat different appearances but that is not sufficient to over- 
come the substantial identity between the marks themselves, and it is 
the marks, not the labels, which are here under consideration.” * 


Non-Conflicting Marks 


FenninG, A. C.: Held that Clarence C. Hay was entitled to 
register the word “Hay-Po” as a trade-mark for rouge, face pow- 
der, hair tonic and dandruff remedy, pressing oil and dandruff dis- 
solvent, and ointment for straightening the hair, notwithstanding 
the prior use by Annie M. Malone of the word “Poro” for the same 


*Annie M. Malone v. Myers & Parker, 146 M. D. 239, Sept. 26, 1924. 
*Kehlor Flour Mills Co. v. Thompson Milling Co., 146 M. D. 222, 
Sept. 5, 1924. 
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class of goods. The ground of the decision is that the marks are 
not so similar as to be liable to cause confusion in the mind of the 
public and deceive purchasers when used on goods of the same 
descriptive properties, and that the question of registrability is not 
rendered res adjudicata by the decision of the Court of Appeals 
in the prior case involving these same parties (288 O. G., 431, 50 
App. D. C., 399). 

It appears that the mark shown in Hay’s application involved 
in the former opposition consisted of the word “Hay-Po” and two 
“before” and “after” portraits, one of a negress with kinky or 
curly hair, and the other of a negress with relatively straight hair, 
and that the mark of Malone consisted of substantially the same 
portraits and the word “Poro.”’ 

The ground for holding that the question of registrability is 
not res adjudicata is that the Court considered only the composite 


marks and expressly said in its decision that it was unnecessary to 


pass upon Hay’s right to register the word “Hay-Po” alone, since 
it did not appear that he had ever used it as a trade-mark inde- 
pendent of the other features, and that after that decision the ap- 
plication involved in this opposition was filed with new labels which 
show the word “Hay-Po”’ alone.* 


FennineG, A. C.: Held that Clarence C. Hay was entitled to 
register the word ““Hay-Po” as a trade-mark for shampoo soap not- 
withstanding the prior use by Annie M. Malone of the mark “Poro”’ 
for substantially the same goods. 

The ground of the decision is that the marks are not so similar 
as to be liable to cause confusion in the trade, even if the goods are 
of the same descriptive properties. 


*Annie M. Malone v. Clarence C. Hay, 146 Ms. Dec. 243, Sept. 26. 
1924. 








